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PETITION UNDER 37 C.F.R. S 1,314 TO DEFER ISSUE 


Attn: QflBce of Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants hereby petition the Office of Petitions, pursuant to 37 C.F.R. § 1 .314, to 
defer the above-identified application j&om issuing. The issue fee was previously paid on 
July 19, 2005. See attached Issue Fee Transmittal form (Appendix A). As of the date of 
submission of this Petition, an issue date and patent number have not been assigned to this 
application. For the reasons discussed below it is necessary to defer issuance of the patent. 

Allowance of this application was conditioned on the filing of statutory disclaimers of 
the claims of U.S. Patent No. 6,179,859 to Bates et al. and U.S. Patent No, 6,468,291 to Bates 
et al In particular, in an Amendment Under 37 C.F.R. § 1 .1 16 ("AmendraenV) (Appendix 
B) filed on April 1, 2005, Applicants proposed disclaiming "all claims of the two Bates et al. 
patents [U.S. Patent Nos, 6,179,859 and 6,468.291] in order to remove those patents as 
impediments to issuance of Applicants' claims" and stated that "Applicants respectfully 
request that the Examiner issue all of Applicants' claims upon disclaimer of claims 1-26 of 
Bates et al Patent No. 6,179,859 Bl and a disclaimer of claims 1-19 of Bates et al Patent 
No. 6,468,291 B2/' Amendment, page 7. Tn response to the Amendment, the Examiner 
allowed the present application. See attached Notice of Allowability (Appendix C). 

Accordingly, statutory disclaimers were filed on July 21, 2005 with respect to U,S, 
Patent No. 6,179,859 to Bates et al and U.S. Patent No. 6,468,291 to Bates ei al (See 
attached Appendices D and E). As of the date of submission of this Petition, notification of 
the statutory disclaimers has not published in the Ofificiai (jazette. 
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TO: Attn: Office of Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


FAX NO.: 

TEL NO. 
PAGES: 


1-671-273-8300 


FROM: Thomas E. Friebel 
Linda B. Azrln 


DATE: October 3, 2005 
Confirmation No.: 4872 
Art Unit: 3731 


18 + Cover Sheet 
Application of: Broome et al. 
Serial No. 09/723.003 
Filed: November 27, 2000 
For: Distal Protection Device and Method 
Attorney Docket No.: 1001 1350102 (CAM No.: 008563-999106) 


Please see the attached document(s) transmitted herewith for filing: 

Petition Under 37 C.F.R. § 1.314 to Defer Issue and Appendices A- 
E; 

If you have any problems, please telephone the sender Thomas E. Friebel 
at (212) 326-381 1 or Linda B. Azrin at (212) 326-3894. 

v.. 

% 

CERTIFICATION OF FACSIMILE TRANSMISSION UNDER 37 C.F.R. 1.8(a^ 

I hereby certrJy thgt this paper is being filed with the United States Patent and Trademark Office by facsimile 
transmission on October 3, 2005 to fiacsimiie telephone number 571-273-8300. 

44,516 


Linda B. Azrin 


(Reg. No.) 


NYJO: 1 594472. 1 
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Thus, AppHcants respectfiiUy request that issuance of the present application be 
deferred untU ^ter both statutory disclaimers have been published iii the Official Gazette. 
Applicants also respectfully request that this Petition be acted upon promptly to avoid 
inadvertent issuance of a patent from the present appUcatiou before the two statutory 
disclaimers become effective. 

Please charge the required fee under 37 C.F.R § 1.1 7(h), which is estimated to be 
$130. 00 , and any fee deemed necessary, to Jones Day Deposit Account No. 50-3013. A co 
of this sheet is enclosed. 


Date: October 3. 20QS 



222 East 41st Street 
New York, New York 10017 
(212) 326-3939 


Enclosures 
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Express Mail No.: EV 452 774 775 US 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application of: Broome etai Confirmation No.: 4872 

Serial No.: 09/723,003 Art Unit: 3731 

Filed: November 27, 2000 Examiner Truong, Kevin Thao 

For: DISTAL PROTECTION Attorney Docket No,: 1001 1350102 

DEVICE AND METHOD (CAM 008563-999106) 

AMENDMENT UNDER 37 C JJR. S 

Mai! Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to tiie Office Action, dated October 20, 2004 and pursuant to 37 C J.R. 
§ 1.116, please enter the following amendments and consider the following remarks. 

Applicants submit herewith (1) a Petition for Extension of Time for tibree months 
&om January 20, 2005 to and including April 20, 2005 (in duplicate) accompanied by the 
appropriate provision authorizing payment of the required fee; and (2) a Notice of Appeal 
From the Primary Examrner To the Board of Patent Appeals and Interferences (in duplicate) 
with a provision auihori^ng payment of the required fee. 

It is estimated that do additional fee is required for filing this Amendment However, 
should the Patent and Trademaric Office determine otherwise, please charge the necessary fee 
to Jones Day Deposit Account No. 503013« 

Amendment to tike Claims are reflected in the listing of claims which begins on page 
2 of this paper. 

Remarks begin on page 5. 
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Amendment: to the Clainxs: 

This listing of claims will replace all prior versions, and listings, of claims in the application: 

Listing of Claims: 

1-50. (Canceled) 

51. (Canceled) 

52. (Cunently Amended) ^ BMs - opporatua of doim 51 Apparams for filtering 
emboli from blood flowing throaeh a vessel, the apparatus comprising 

a guide wire having a di stal region and a stop on the distal recdon: 

a capture ring disposed for tTangintift n on die puide wire, the fitnp limitin g traTi^is^nn 

of the caofiite ring in a distal directioa: and 
a filter sac connected to the capture rin^ 

wherein, when the filter sac is deployed in the vessel^ rotation or distal translation of 
the guide wire relative to the capture rmg does not displace the filter sac, but 
retraction of the guide wire in a proximal direction causes the stop to abut 
against the capture ring. 

53. (Previously Presented) Apparatus for filtering emboli ficom blood flowing 
through a vessel, the apparatus comprising: 

a guide wire having a first portion having a first diameter and a distal region having 

a second diamaer greater than the first diameter, and 
a filter element having a capture ring disposed for translation on the first portion, the 

capture ring having an aperture greater than the first diameter but smaller than 

the second diameter, 

wherein rotation or distal translation of the guide wire relative to the capture ring does 
not displace the filter elemmL 

54. (Previously Presented) The apparatus of claim 53 wherein tlie filter 
element comprises an expandable sac 

55. [Previously Presmced) The apparatus of claim 53 wherein the guide wire 
f^irther comprises a flange disposed on the distal region having a diameter larger than the 
diameter of the aperture in the capture ring. 

56. (Previausly Presmted) A method of filtering emboli from blood flowing 
through a vessel^ the method comprising: 

providing a guide wire having a distal region including a sxop, and a filter element 
having a capture ring disposed for translation on the guide wire proximal oi 
the stop; 
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tr ansliiTninal ly inserting tte guide wire and filter elemeait into a ves&el; 

deploying the filter element to engage a wall of the vessel, flie filter element filtering 

emboli out of blood flowing through the vessel; 
advancing a treatmmt device along the guide wire to treat a portion of die vessel 

prowmal to the location of the filter element, rotation or distal translation of 

the guide wire relative to the filter dem^t imparted by the treatment device 

not displacmg the filter element, 

57. (Previously Presented) The method of claim 56 further comprismg: 
providing a delivery sheath; and compcessing the filter element to a contracted state 

to insert the filter element within the delivery sheadi. 

58. (Cnnently Amended) Ihemediodofclaim[57] 56 wherein the filter 
elemem compri ses an expandable sac, and d^loying the filter dement comprises expanding 
the expandable sac so that a perimeter of the expandable sac contacts the wall of the vessel. 

59. (Canceled) 

60. (Curcently Amended) Tlio f^pomtaa of olniaft-^ A pparatus for filtering 
emboli ftom blood fLowing tbrniiyrh a vesseL the apparatus comprising : 

a ^ide wire having a distal region; 

a filter element disposed for rotation on the liiqtiil rf^ion of the guide wire, the filter 

elementJCTnprising a self-ey pariHinp c tjut and afiltCT sac connected to the 

self-exiamff Tiff strnt- and 
a distal stop disposed on the distal region distal to the filter ejemenL the distal stop 

limiting distal translation of the filter dement on the guide wire, 
wherein, vvhen the filter sac is deployed in the vessel, rotation of the guide wire does 

not displace the filter element. 

61. (Currently Amended) A method of filtering embcdifiom blood flowing 
through a vessel, the method comprisiDg; 

providing a guide wire having a distal region including a distal stop, and a filter 

elem^ disposed for translation on the guide wine proximal to the distal stop, 
the filter element comprising a plurality of self-expanding struts having a filter 
sac affixed thereto; 

transluminally inserting the guide wire and filter element into a vessel; 

d^loying the filter element so that the stmts and filter sac expand to engage a wall 
of the vessel, the filter sac filtering emboli out of blood flowing throu^ the 
vessel; [and] 

advancing a treatment device along the guide wire to treat aportion of the vessel 
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proximal to tiie location of the filter elemecd; rotation or distal translation of 
the guide wire relative to the filter element imparted by tbe treatment device 
XK>t displacing the filter element. 

62, (Previously Ptesented) The inediod of claim 61 fuither comprising 
recractmg the guide wire in a proximal direction to cause (he distal stop to ahut against the 
filt^elemenL 

63. (Previously Presented) The method of clabn 61 further con^rising: 
providing a retrieval catheter having a recovery sodc; 

advancing the retrieval catheter over the guide \(dre until the recovery sock covers a 

moudi of the filter element; and 
urging the retrieval catheter against die self-expanding stnits <^ the filter f^lprtr^ o^fr to 

cause the filter element to collapse. 
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REMARKS 

This Amendment responds to the final 0£Ece Action, dated October 20, 2004. Claims 
Sl-63 were pending in this application. Claims 53-58 and 61*63 have been allowed, Cl^ms 
51 and 59 have been canceled. Claims 52 and 60 have been rewritten as independent claims 
mcorporating the limitations of canceled claims 51 and 59. Claim 58 has been amended to 
coxrect a claim d^ndency. Claim 61 has been amended to delete die word '^and,^' No new 
matter has been added by these amendments. 

Upon entry of the present ameDdmem, claims 52-58 and 60-63 will be pending. 
Reconsideration of the present application in view of the following remarks is respectfully 
requested. 

Applicants respectfully request the Examiner to review the application file to verify 
that two requests for interfbrence have been entered. The first, ^^lich was filed January 29, 
2002^ requested an interference with Bates er al Patent No. 6,179,859 Bl. The second, 
which was filed July 30, 2002, requested an interference with Bates et al, application No* 
09/774,197, now Patent No. 6,468^91 B2, See Applicants' Identificaction of Patent Under 
37 C.F JEL § 1.607(c), filed Novembra- 6, 2002. The Office Action, dated March 29, 2004, 
acknowle(^es the second request for interference, filed July 30, 2002, but no OfSce Action 
acknowledges the first request for interference^ filed January 29, 2002, or Applicants' 
Identification of Patent, filed November 6, 2002. 

In addition, none of the Of&ce Actions have confirmed receipt of Applicants^ three 
Information Disclosure Statements, filed January 29, 2002, April 10, 2002 and December 18, 
2002. 

Applicants respectfully request that the Examiner advise whether these two requests 
for interference. Applicants' Identification of Patent and three Information Disclosure 
Statements have been entered. If they have not been entered and are missing, Applicants will 
provide duplicate copies. 

t. THE REJECTION UNDER 35 U>S.C. S 102fEl 

Claims 51 and 59 have been rejected imdcr 35 U.S.C, § 102(e) as anticipated by Ladd, 
U.S. Patent No. 6,059,814, In order to expedite prosecution of this application. Applicants 
have canceled claims 5 1 and 59, without prgiKlicc, thus obviating the rejection. 
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THE OBJECTION TO CLAIMS 52 AND 60 


Claims 52 and 60 have been objected to as being dependent on a rejected base claim. 
The Examiner indicated that these claims would be allowable if rewritten in indqwndent 
form including all of the limitations of the base claim. Claims 52 and 60 have been amended 
and now include all limitations of the base claim firom which they depended. Thus, the 
rejection has been overcome. 

in. THE MINOR AMENDMENTS TO CLAIMS 58 AND 61 

In reviewing the pending claims^ Applicants noticed that prior claims 58 and 61 v/ete 
not identical to the canesponding claims of the patents from which they were copied. 
Therefore, the claim dependency of claim 58 was changed so that it now depends from claim 
56 and the word "and" was deleted from claim 61 . These claims are now identical to claim 
24 of Bates et al. Patent No. 6.179,859 Bl and claim 17 of Bales et al. Patent No. 6.468,291 
B2, respectively. These minor amendments do not raise any new patentability issue. 

IV. THERE IS INTERFERING S UBJECT MATTER OLAIMED BY 
APPLICANTS AND IN THE TWO BATES ETAL^ PATENTS 

Applicants' claimis 52-58 are identical to claims 2, 6, 7, 1 1, 21 » 23 and 24, 
respectively, of Bates et aL Patent No. 6,179,859 Bl and Applicants' claims 60-63 are 
/cfei/zcd/ to claims 11, 17, 18 and 19, respectively, ofBateser of. Patent No. 6,428,291 B2,* 

The tsqstioned application claims priority under 35 U.S.C. § 120 as a continuation of 
application Serial No- 09/035,740, filed March 5. 1998. which issued as Patent No, 6,152,946 
Bl on November 28, 2000. Bates et al Patent No, 6,468,291 B2 claims piiocrity as a 
continuation-in-^jan of application Serial No. 09/354,897, now Patent No. 6,179,859 Bl, 
which was filed on July 16, 1999. 

Since all of Applicants' claims 52-58 and 60-63 aie entitled to an efiTective filing date 
of March 5, 1998, which is prior to July 1 6, 1999, the earliest possible filing date of both 
Bates et al. patents^ Applicants would be senior party if an interference were declared 
between Applicants' captioned application and the two Bates et aL patents. 


' Claims II, 17, 18 and 19 of Patent No. 6,428,291 B2 originated as clafans 12, IS, 19 
and 20 of Bates et al application No. 09/774,1 97. Since the patent had not yet issued at the 
time Applicants copied claims, the second request for interference copied claims £rom Bates 
etal applicaticHiNo. 09/774,197. 
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V. NOTICE OF COMMON OWNERSHIP 

Applicants advise the Examiner tbat the assignee of the cs^oned application is 
Scimed Life Systems, Inc. In addition, after Applicants' two requests for int^erence were 
filed, Scimed Life Systems. Inc. purchased Bates Patent Nos. 6,179,859 Bl and 
6,468^91 B2, from ^diich Aj^licants had copied claims. 

Despite this common owDership, the issi^ of prioii^ as'between Applicants and 
Bates et al must still be resolved since Applicants claim subject matter that is claimed in the 
two Bates et al patents* 

Attdwys for Scimed Life Systems, Inc. have investigated and deteimined that 
Applicants are the first inventors of the subject matter of proposed counts 2 and 3. Scimed 
Life Systems, Inc. proposes to disclaim all claims of the two Bates et al patents in order to 
remove those patents as impediments to issuance of Applicants' claims. No interference 
would be necessary. PriortofiJinganydxsclaimeis>lK)wevBr, Applicants seek the 
Cxamiher^s agremientthat, iqxm filing tl» disclaimers. Applicants claims will issue. 


VL CONCLUSION 

All of .^^licants' claims 52-58 and 60-63 should be allowable iipoa ^itry of ibis 
Response. In Ug^ of the above remarks, AppHcants re^iectfuUy reqi^ 
issue all of Applicants' claims upon disclaimer of claims 1-26 of Bates et al Patent No. 
6,179,859 Bl and a disclaimer of claims 1*19 of Bates etal Patent No« 6,468»29i B2. 

The Examiner-is invited to call the undersigned attorney at (212) 326-3939, if a 
telqjAione call could help resolve any outstanding issues. 

Respectfully submitted. 

Date: April 1.2005 _ -rr^— -r— , 

llomas E7Friebel ^ '(Reg. No.) 

JONES DAY 
222 East 41st Street 
New Yoik, New York 10017 
(212)326^3939 
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*- The UAfUNG OATEofthh cowmunicaUon spears on the cowshe&tvifhh the ccnesfiondence address^ 
AH claims being allowahle. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application, if not Included 
herewith (or previously mailed), a Notice of Aflowance (PTOL-85) or other appn3priatB commtmicatkm win ba mailed in due cour^. THIS 
NOTICE OF ALLOWABIUTY 15 NOT A GRANT OF PATENT RIGHTS. This application ts subject to withdrawal fiom issue at the iniiialive 
of the Office or upon petition by the applicant See 37 CFR 1.313 ^ MPEP 13C8. 

1 . ^ TTiis communication is lesponsive to Antendt. after finat 04/01 A}5 . 

2. S The allowed claim(s) is/are 52^8 and 60-63 . 

3. S The drawing fled on 11/27/2000 are accepted by the Examiner. 

4. □ Acknowledgment is made of a daim for foreign prnrtty under 35 U.S.a § lig(aHd) or (f). 

a) □ All b) □ Some* c) □ None of the; 

1 . □ Certified copes of the priority documents have been received 

2. □ Certified copies of the priority documetrts have been received in Applfcation No. , 

3. n Copies of the certified copies of the priority documents have been received in this national stage application from the 
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(b) □ incUjding changes required by the attached Examiner^s Amendment / Comment or in the Office action of 

Paper No./Mafl I3ate ^ 
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each sheet Replacement shB9t(s) should be bbeled as such In the header according to 37 CFR 1.12l(<q. 
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attached Examiner's comment regarding l^UIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATEWAL 
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ua omiTrwIemarli Offloe; ua OEPARTbOfr OF OOMMERCE 

\JixiftrtTwPattaefwwKgedtrfi«Actcfl996 | non™nBawrrolrwtto 


D»CLA1MER !N PATENT UNDER 37 CPR 1^1 (a) 


ill—— - ^ - * — ^— — 
Boston Scientific Soimed; liio. 


Doctat Nwnber (pptlena)) 
008563-999106 


6wl79^9Bl 

[ TUteoflnveftfan 
EniboH Ftltzatkm System aIId^4E;tllod3 


&nuaiv30,2001 


t hereby tfsclaim the Mowlna cQir^Sete claims in the above Identified patent . 


1-26 


Theeoctentflf my Fnterest In said patent is (if a^fiignee of record pafle, or reel and frame* where 

asstgnment (a racordgg|> : aOQ% Reel 010704, Kam 0505 recorded 3/13/DO; Reel 014227. Frame 0663 

recoided 7/7/03; Reel 014242, Fisms 0437 leocnded 7/7A>3; and R«d 016283, Fxanie 0324 iccoided 5/27/05. 
I Th«feeforthfscgsdfllmerissetfDrthina7CFR1^d). 


I I patentee daimeamflnenStydatua Sea 37 CFR 127. 

( I SjnaSI «ntiiy statue haa already t^een estab^ed in this case, and is stiS prepar. 

n Ach«ck1n tteamounteflhetoelsendosed. 

n Payment by credtc^ Form PTM038 is atttadied- 

in The CHrectcr is hereby sM^f^^ to chmearw fees wt4^ 

— overpaymenttoDapost Account Nou_5a3013 . lhave enctoeed adupitcatecopy of thtafbrm. 

WARNINO: bifSannaflcn on this form mey beoome puUia CrediC oaid IntbrmaAlMi should not 
be indoded on thts fbcnu Provldo credit card infermatton and aiithoitzaflon on PtO-20dA. 


Signed aU>5£2Ji2* 


State oLi^ewYG^ 


2a 


05 


29^8 


1 Slgnahjre 

RagiatraQon Number, if 
appScable 

1 Thomas R Frxebd 

212.326-3811 

1 Typed or printed name of patentee/ attorney or agent or record 

Tetephone Number 

1 JQNESDAY-222Ea$t41st&zeet 


1 Address 


1 New York. New Yodc 10017^702 


1 - City, Slahi, Zip Coda orForeivi Country aa appriic^ 


coMPtfTEDrortMSTDTHSADOResa SEWTOc Oomm4i»I«»f <br PatiOTts, P,0. Box 14tf(X Alexafidrta, VA 22MM^ 


/fyoc/ 
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RECEIVED 
CENTRAL FAX CENTER 

OCT 0 3 2005 
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RECEIVED 
CENTRAL FAX CENTER 

OCT 0 3 2005 

Expia«9 Mall No*: m5277564SlT5 


AcpcMd lar ta« ttrautfi watODOt OUB OOSt^Dm 
U& PhbM ind TMtMAc Cnin; U& OEPARTUEl^ CP OOlW 


DtdCLAlMER IN PATENT UNDER 37 CFR 1.a»tM 


DodQitNUniNr<Opttof«9 
00aS63^99108 


Boston Soieo^ Soinedp ^ 


Od^tf 22,2002 


TltiaaflnMrm* 

v^tAvsH Ffflraiin& Sygm Having Intefflal Sttia ATfflinmmritf ftil d Mrrfindiof Use 


harafaydtoelalmthafbOo«4ngcon7)l«t»ddimttinth0a^^ ^'^^ 


ThA ttctent of my IfterMfc tn 3^ pidM li (ff naispiM or r«c^ 
aa te tonma m farectttrw tt 100»fcReot0ll3S7-Tfftiitt06l4CToarded2</28/01; 

7/7/03; Real 014242, 043? zoeocded 7/7/03; ondltet OU^m FitoB 0324 xeoesded S/37A15. 
TTwf^fertWi diadaiMrlaeatltarthtnsr CFR 

Q $miOonC^3lalu«ha»ataM^b«ene«taM6h*dinthlie^ 

n Piym«)tbycredtcar±FafmPrO2039teatURl«d. 

[71 Th» Dfc^ctorl» hereby outiorteod to chgy my <^teh fray b» requlmd or cryftany 

^^^^y*>****r>i>f^A^i»Wft. 3(^3013 Ihawmto— da<facgcaft»cowflfW^ft:rm■ 


VWRNiMG; tntennaflqw on trti tbiro nay b«ccww pnbO^ Crodtt yd Intenn ^tat rtquw not 
b9 biduiM cA thto WRL PinvldA endtt ami 



RoyiBiJufion Nuntfiflr» 
appleabta 


212^26*3811 

Tvp»d er pitntsd nam er paiBntoe/ dafifm 

- TfilephDcio NunMr 

JGMES n^Y - 22Z East 4IA SlEvet 




Kew YcA Knv Ycsic 100)7-6702 


Ctty« St^ 20 CodD or Foratsn coufitiy d« eppncau 
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